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This is decision on the petition under 37 C.F.R. 1.183, filed February 16, 2006, to waive the 
requirements of 37 CFR 1.1 14(a) that the submission be filed with the Request for Continued 
Examination (RCE). 1 

On June 21 , 2005, the Office mailed a final Office Action, which set a three-month shortened statutory 
period to reply. On December 21, 2005, applicants submitted a "Request for Limited Suspension of 
Action under Rule 103(c), an RCE (without a submission), a request for an extension of time for 
response within the third month, and paid the requisite fees. On February 16, 2006, applicants filed the 
present petition and a submission pursuant to 37 CFR 1.1 14(a). 



37 CFR 1.114 states, in pertinent part: 

(a) If prosecution in an application is closed, an applicant may request continued examination of the application by 
filing a submission and the fee set forth in § 1 .17(e) prior to the earliest of: 

(1) Payment of the issue fee, unless a petition under § 1.313 is granted; 

(2) Abandonment of the application; or 

(3) The filing of a notice of appeal to the U.S. Court of Appeals for the Federal Circuit under 35 U.S.C. 141, or the 
commencement of a civil action under 35 U.S.C. 145 or 146, unless the appeal or civil action is terminated. 
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Applicant explains: 

On December 21, 2005, applicant filed a Request for Continued Examination, 
together with a Request for a Limited Suspension of Action under 37 CFR § 1 .103(c) 
and the proper fees. At the time of filing, applicant's attorney assumed that the 
Request for a Limited Suspension of Action under Rule 103(c) qualified as the 
requisite "submission" of 37 CFR § 1.114. That assumption was based, in part, on the 
language in 37 CFR § 1.1 14(c), which states that the "submission" includes, "but is 
not limited to", the documents recited in 37 CFR § 1.1 14(c). 

Applicant's attorney recently became aware of § 709, 1, B, 1 . (Requirements) of 
the Manual of Patent Examining Procedure (MPEP), wherein it states that the 
"request for suspension cannot substitute for the submission". In view of the 
statement in the MPEP, applicant hereby files a "submission" and petitions the Patent 
& Trademark Office to retroactively waive the requirement of 37 CFR 1 .1 14(a) that 
the submission be filed with the Request for Continued Examination. It is important 
to note that in this case, a submission is being filed herewith. Thus, the only 
requirement that is requested to be waived is the timing of the submission. 

In essence, applicant requests that the Office permit him to extend the period for filing a response (i.e., 
the submission) beyond the six-month statutory period set forth in the final Office Action of June 21 , 
2005. The Office notes that the above-identified application became abandoned on December 22, 
2005, for failure to file a timely and proper response within the six-month statutory period for reply. 2 
Abandonment takes place by operation of law for failure to timely submit a proper reply to an Office 
action. 3 

In an extraordinary situation, when justice re-quires, any requirement of the regulations in this part 
which is not a requirement of the statutes may be suspended or waived by the Director or the 
Director's designee, sua sponte, or on petition of the interested party, subject to such other 
requirements as may be imposed. 37 CFR 1 .1 83. 

An applicant may extend the shortened period for reply to a final Office Action within the limits of the 
statutory six-month period; however, no extension can operate to extend the time beyond the six 
months. An applicant must file a reply prior to the expiration of the period to avoid abandonment of 
the application as indicated in 35 U.S.C. § 133. 



2 See 37 CFR 1.135(a); MPEP 71 1.02. 

3 Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has 
been given or mailed to the applicant, or within such shorter time, not less than thirty days, as fixed by the Director in such 
action, the application shall be regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the 
Director that such delay was unavoidable. 35 U.S.C. § 133. 
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As indicated above, the USPTO is not permitted to waive the requirements of the statutes. Assuming, 
arguendo, the Office could waive the requirements, equitable powers should not be invoked to excuse 
the performance of a condition by a party that has not acted with reasonable due care and diligence. 
See United States v. Lockheed Petroleum Servs. , 709 F.2d 1472, 1475 (Fed. Cir. 1983). 

Furthermore, where the Office has the power to do so, it should not relax the requirements of 
established practice to save an applicant from the consequence of his delay. See Ex Parte Sassin , 1906 
Dec. Comm'r. Pat. 205, 206 (Comm'r Pat. 1906) and compare Ziegler v. Baxter v. Natta , 159 USPQ 
378, 379 (Comm'r Pat. 1968). Circumstances resulting from applicants', or applicants' counsel's, 
failure to exercise due care or to properly apply the patent statutes or rules of practice are not 
extraordinary circumstances where the interests of justice require the granting of relief. See In re 
Tetrafluor, Inc. , 17 USPQ2d 1 160, 1 162 (Comm'r Pat. 1990). 

Accordingly, there is no adequate showing of "an extraordinary situation" in which "justice requires" 
suspension of 37 CFR 1.1 14(a). See Nitto Chem. Indus. Co. v. Comer . 39 USPQ2d 1778, 1782 
(D.D.C. 1994)(circumstances are not extraordinary, and do not require waiver of the rules, when a 
party makes an avoidable mistake in filing papers). 

Applicant has a suitable remedy on hand for this predicament that does not require the extraordinary 
remedy of invoking 37 CFR 1.183. Applicant is reminded that the USPTO will not normally consider 
an extraordinary remedy when the rules already provide an avenue for obtaining the relief sought. See 
Cantello v. Rasmussen , 220 USPQ 664 (Comm'r Pat. 1982). Applicant may file a petition to revive 
the application under 37 CFR 1.137(b) on the basis of unintentional delay. A grantable petition under 
37 CFR 1 .137(b) must be accompanied by: (1) the reply required to the outstanding Office action or 
notice, unless previously filed; (2) the petition fee, and (3) a statement that the entire delay in filing 
the required reply from the due date for the reply until the filing of a grantable petition was 
unintentional. 

Accordingly, the petition under 37 CFR 1 .1 83 is dismissed . 

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS from 
the mail date of this decision. The reconsideration request should include a cover letter entitled 
"Renewed Petition under 37 CFR 1 . 1 83." Extensions of time are permitted under 37 CFR 1 . 1 36(a). 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



By FAX: 



(571)273-8300 

Attn: Office of Petitions 



Application No. 1 0/730,1 3 1 



Page 4 



By hand: Customer Service Window 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Telephone inquiries related to this decision should be directed to the undersigned at (571) 272-321 1. 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 



